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Amendments and Remarks 

The Examiner rejected Claims 1-2 under 35 U.S.C. 102(b) as being anticipated by 
Seabaugh ('860). The Examiner stated that the Applicant's arguments filed on February 
19, 2003, have been fully considered and that they are not persuasive. 
5 In order to establish a prima facie case of anticipation, the Examiner must set forth an 

argument that provides (1) a single reference (2) that teaches or enables (3) each of the claimed 
elements (as arranged in the claim) (4) either expressly or inherently and (5) as interpreted by one 
of ordinary skill in the art. All of these factors must be present, or a case of anticipation is not 
met. Thus, "[anticipation requires the disclosure in a single prior art reference of each element 

10 of the claim under consideration." W.L. Gore & Associates v. Garlock, Inc., Ill F.2d 1540, 220 
USPQ 303 (Fed. Cir. 1983). It is not enough, however, that the prior art reference disclose all the 
claimed elements in isolation. Rather, "[anticipation requires the presence in a single prior art 
reference disclosure of each and every element of the claimed invention, arranged as in the 
claim.'" Lindemann Maschinenfabrik GmbH v. American Hoist & Derrick Co., 730 F.2d 1452, 

15 221 USPQ 481,485 (Fed. Cir. 1984). Thus, even if the prior art reference includes all of the 
elements that are claimed, if the arrangement of the claimed elements is different from the 
arrangement of the prior art elements, anticipation will not be present. Further, anticipation will 
not be found when the prior art is lacking or missing a specific feature or structure of the claimed 
invention. Finally, regarding inherency, "[i]nherency . . .may not be established by probabilities or 

20 possibilities. The mere fact that a certain thing may result from a given set of circumstances is 

not sufficient." In re Oelrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (C.C.P.A. 1981). That is, a 
missing element or function must necessarily result from the prior art reference. Furthermore, 
regarding teaching or disclosing, the description must enable a person with ordinary skill in the 
art not only to comprehend the invention, but also to make it. In re Wilder, 429 F. 2d 477, 166 

25 USPQ 545 (C.C.P.A. 1970). 

On August 25, 2003, the Examiner and Applicants' representative held a 
telephone conference to discuss the Response dated August 10, 2003. In the telephone 
discussion, the Examiner indicated that he felt that the term "independently selectable" 
was vague and requested this term to be changed to "different." 

30 Subsequent to the conversation with the Examiner, the Applicants have done a 

search at the USPTO for the term "independently selectable" within the claims of other 
patents granted in the US. Attached are the search results, where the Applicants note that 


Page 2 of 4 


US Patent App. No. 09/397,898 


HRL01 10A3 - Supplemental 


there are at least 127 patents granted in the US containing the term "independently 
selectable." 

In addition, the Applicants submit that the specification and drawings clearly 
define the term "independently selectable." The discussion of Figure 2 on the bottom of 

5 page 5 of the present application states "The distances, labeled di, d 2 , and d x , between the 
ion-implanted regions 210, 212, and 214 and the nearest barrier 204 of each diode may be 
chosen independently to vary the characteristics of each diode." Applicants submit that 
this discussion coupled with the drawings would make clear to one skilled in the art what 
the term "independently selectable" means and thus this term is not vague. Further, the 

10 Applicants assert, as presented in the previous response, that this feature is not taught in 
any of the prior art cited by the Examiner. 

Because Seabaugh ('860) does not teach this feature of the present invention, 
either expressly or inherently, the Seabaugh ('860) fails to provide (1) a single reference 
(2) that teaches or enables (3) each of the claimed elements (as arranged in the claim) (4) 

1 5 either expressly or inherently and (5) as interpreted by one of ordinary skill in the art. 
Thus, the Applicant respectfully requests that the Examiner withdraw this rejection of 
Claim 1. 

Regarding Claim 2 

20 For reasons set forth above, the Applicant asserts that Seabaugh ('860) fails to 

teach each and every feature of the present invention, arranged as claimed in Claim 1, 
which the Applicants believe is allowable on that basis. Moreover, because Claim 2 
depends from an allowable Claim 1, the Applicants respectfully request that the 
Examiner withdraw this rejection of Claim 2. 

25 
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Concluding Remarks: 

In view of the foregoing, it is respectfully submitted that all now pending Claims 
1 and 2 are in allowable condition. Accordingly, early allowance and issuance of this 
application is respectfully requested. Should the Examiner have any questions regarding 
5 this response or need any additional information, please contact the undersigned at (310) 


The Commissioner is authorized to charge any additional fees which may be 
required or credit overpayment to deposit account no. 50-2691. In particular, if this 
response is not timely filed, the Commissioner is authorized to treat this response as 
10 including a petition to extend the time period pursuant to 37 CFR 1.136(a) requesting an 
extension of time of the number of months necessary to make this response timely filed 
and the petition fee due in connection therewith may be charged to deposit account no. 


Cary Tope-McKay 
25 TOPE-MCKAY & ASSOCIATES 

23852 Pacific Coast Hwy. #311 

Malibu, Ca 90265 

Tel: 310.589.8158 

Mobile: 310.383.7468 
30 Fax:310-943-2736 

E-mail: cmckav@topemckavxom 


Attachment: print-out from USPTO web-site 


589-8158. 


50-2691. 


Respectfully submitted, 
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